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REPLY BRIEF 

Sir: 

This is Appellant's Reply Brief responsive to the 
Examiner's Answer mailed August 29, 2007, in connection with the 
above -captioned patent application. Appellant presents this 
reply brief to reiterate points raised by the Examiner in the 
Examiner's Answer. 

In the Examiner's Answer, the Examiner repeats verbatim the 
rejection of all pending claims based on proposed combinations 
of numerous references. Appellant hereby reiterates its 
rebuttal to the rejections. 



A. The Rejection Under 35 U.S.C. § 103(a) of claims 1, 3, 
4, 5, 7 and 8-12 based on Foster in view of Segal is 
Improper 

Claims 1, 3, 4, 5, 7 and 8-12 stand rejected under 35 
U.S.C. § 103(a) as allegedly being unpatentable over Foster in 
view of Segal (6,820,804). This rejection is hereby 

respectfully traversed. 

The Examiner alleges that Foster discloses "delivering to 
the vendor, via the secured network, the stored consumer data if 
the transaction information is determined to conform with the 
stored consumer data and approved vendor information." Office 
Action, Pages 2-3. The Applicant respectfully disagrees. 
Foster does not disclose or suggest "delivering to the vendor, 
via the secured network , the stored consumer data." 

Instead, Foster discloses the use of "[m]ultiple user 
identifiers (Ids) and passwords [which] can be assigned to 
different people to obtain credit from the same credit card" 
(Col. 2, lines 41-43.) Clearly, Foster teaches away from 
secured networks, as that term is used in pending claims, and 
merely discloses operation over an unsecure network that 
requires the use of Ids and passwords. See, e.g., Foster, Col. 
2, lines 2-6 (emphasis added) : "The secure electronic (SET) 
protocol, while having promise, has Jbeen abandoned by key 
players in the industry. At this point in time, secure socket 
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layer (SSL) is in the fall back position, particularly on the 
Internet." In fact, Foster also teaches minimizing the amount of 
consumer data that is transmitted. See, e.g. Col. 2, lines 32- 
40. Thus, Foster discloses the use of Ids and passwords and the 
minimizing of transmitting data. Therefore, Foster does not 
disclose or suggest the limitations in claim 1 of "delivering to 
the vendor, via the secured network , the stored consumer data." 
For the same reasons, Foster also does not disclose or suggest 
the limitations of "receiv[ing] transaction information from the 
vendor over the secured network " as recited in independent claim 
5. 

Segal does not disclose or suggest sending transaction 
information or stored consumer data over a "secured network." 
Segal is directed at a method for "performing purchase 
transactions . . [using] a home entertainment device (HE) having 
a display screen" (Segal, abstract) . As such, Segal fails to 
remedy the above noted deficiencies of Foster. 

Additionally, the Examiner acknowledges that Foster fails 
to disclose that "receipt of the stored consumer data by the 
vendor enables the vendor to receive payment for the e-commerce 
transaction." Office Action, page 3. The Examiner relies on 
Segal to allegedly disclose this feature. Applicant 
respectfully submits that Segal, as cited by the Examiner, does 
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not disclose or suggest "delivering to the vendor, via the 
secured network , the stored consumer data if the transaction 
information is determined to conform with the stored consumer 
data and approved vendor information wherein receipt of the 
stored consumer data by the vendor enables the vendor to receive 
payment for the E-commerce transaction." Segal discloses the 
user transmitting any required data to the vendor and not the 
use of the "secured network" for the "receipt of stored consumer 
data" from "a host with stored consumer data and approved vendor 
information." Segal discloses the consumer providing any 
required data to the merchant for each transaction via their 
home entertainment device. See, e.g., col. 2, lines 28-34. 
Clearly, Segal does not disclose a "secured network having a 
host" transmitting "stored consumer data" to the vendor, the 
receipt of which enables the vendor to receive payment. 

Foster, as noted above, does not disclose "receipt of the 
stored consumer data" over a "secure network." On the contrary, 
Foster discloses "[i]nstead of cardholders transmitting their 
card numbers to merchants, the system obtains merchant 
information and requests the cardholders own card company pay 
the merchant." (Col 2, lines 32-35). Thus, the proposed 
combination of Foster and Segal does not disclose or suggest 
either transactions via a "secured network" or a host 
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transmitting data to a vendor wherein the "receipt of stored 
consumer data by the vendor enables the vendor to receive 
payment for the E-commerce transaction." 

The Office Action has failed to set forth a prima facie 
case of obviousness for the claims. Specifically, when a 
primary reference is missing elements, the law of obviousness 
requires that the Office set forth some motivation why one of 
ordinary skill in the art would have been motivated to modify 
the primary reference in the exact manner proposed. Ruiz v. 
A.B. Chance Co., 234 F.3d 654, 664 (Fed. Cir. 2000). In other 
words, there must be some recognition that the primary reference 
has a problem and that the proposed modification will solve that 
exact problem. All of this motivation must come from the 
teachings of the prior art to avoid impermissible hindsight 
looking back at the time of the invention. 

The mere fact that Foster can be modified does not render 
the resultant modification obvious unless there is a suggestion 
or motivation found somewhere in the prior art regarding the 
desirability of the combination or modification. See M.P.E.P § 
2143.01/ see also In re Mills, 16 U.S.P.Q.2d 1430, 1432 (Fed. 
Cir. 1990); In re Fritz, 23 U.S.P.Q.2d 1780 ( Fed. Cir. 1992). 
In addition, the teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both 
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be found in the prior art, not in Applicants' disclosure. In re 
Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). 

In In re Hedges, 783, F.2d 1038, 1041, 228 U.S.P.Q. 685, 
687, (Fed. Cir. 1986), the U.S. Court of Appeals for the Federal 
Circuit stated that "the prior art as a whole must be 
considered. The teachings are to be viewed as they would have 
been viewed by one of ordinary skill." The court also stated 
that "'[i]t is impermissible within the framework of section 103 
to pick and choose from any one reference only so much of it as 
will support a given position, to the exclusion of other parts 
necessary to the full appreciation of what such reference fairly 
suggests to one of ordinary skill in the art'" (quoting In re 
Wesslau, 353 F.2d 238, 241, 147 U.S.P.Q. 391, 393 (CCPA, 1965)). 
Accordingly, the Office has failed to provide any proper 
motivation for modifying Foster, so the proposed modification 
fails. Even if Foster could be modified as suggested by the 
Office Action, the resulting combination would nevertheless fail 
to show each and every limitation claimed by Applicants. 

Applicants respectfully request that the rejections of 
claims 1, 3, 4, 5, 7 and 8-12 be withdrawn. 
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B. The Rejection Under 35 U.S.C. § 103(a) of claims 2 and 
6 based on Foster in view of Weber is Improper 

Claims 2 and 6 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Foster in view of Weber, et al . 
("Weber") . This rejection is hereby respectfully traversed. 

The Examiner admits that Foster does not explicitly 
disclose the use of a VPN. (Office Action, Page 4) . As 
discussed above, Foster does not disclose or suggest "delivering 
to the vendor, via the secured network, the stored consumer 
data" as recited in independent claim 1 or a "transaction 
receiver that receives transaction information over the secured 
network" as recited in claim 5. Claims 2 and 6 depend from 
claims 1 and 5 respectively. As discussed above, Segal fails to 
cure these deficiencies. The Examiner cites Weber Col. 91, 
lines 50-61 to allege that Weber discloses a VPN as disclosed by 
the applicant. Weber discloses a "virtual, private network 
between the Gateway and the host processor," Col. 91, lines 50- 
51, and the "HTTPS protocol ..is utilized between the merchants 
and the Gateway." Col. 92, lines 7-8. See also, "The payment 
gateway implements secure transactions using RSA public -key 
cryptography." (Col. 15, lines 32-33). As cited by the 
Examiner, Weber discloses the use of a VPN only within a 
corporate gateway to a corporate host. Thus Foster, as 
discussed above, teaches away from secure networks and Weber 
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discloses the use of encryption and not VPNs between a third 
party's gateway and a merchant. Clearly Weber does not disclose 
or suggest the use of VPNs between a host and a vendor. 

Under 35 U.S.C. § 103, the Patent Office bears the burden 
of establishing a prima facie case of obviousness. In re Fine , 
837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). The 
Patent Office can satisfy this burden only by showing some 
objective teaching in the prior art or that knowledge generally 
available to one of ordinary skill in the art would lead that 
individual to combine the relevant teachings of references. Id. 
Obviousness cannot be established by combining the teachings of 
the prior art to produce the claimed invention, absent some 
teaching or suggestion supporting the combination. ACS Hospital 
Systems, Inc. v. Montefiore Hospital , 732 F.2d 1572, 1577, 221 
USPQ 929, 933 (Fed. Cir. 1984) . That is, under 35 U.S.C. § 103, 
teachings of references can be combined only if there is some 
suggestion or motivation to do so. Id. However, the motivation 
cannot come from the applicant's invention itself. In re 
Oetiker , 977 F.2d 1443, 1447, 24 USPQ2d 1443, 1446 (Fed. Cir. 
1992) . Rather, there must be some reason, suggestion, or 
motivation found in the prior art whereby a person of ordinary 
skill in the art would make the combination. Id. 
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As stated in MPEP § 2143, to establish a prima facie case 
of obviousness, three basic criteria must be met. First, there 
must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine 
reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both 
be found in the prior art, not in applicant's disclosure. In re 
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). Also, as 
stated in MPEP § 2143.01, obviousness can only be established by 
combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, 
or motivation to do so found either in the references themselves 
or in the knowledge generally available to one of ordinary skill 
in the art. In re Fine , 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988); In re Jones , 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992) . The mere fact that references can be combined or 
modified does not render the resultant combination obvious 
unless the prior art also suggests the desirability of the 
combination. In re Mills , 916 F.2d 680, 16 USPQ2d 1430 (Fed. 
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Cir. 1990). Further, as stated in MPEP § 2143.03, to establish 
prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re 
Royka , 490 F.2d 981, 180 USPQ 580 (CCPA 1974). That is, " [a] 11 
words in a claim must be considered in judging the patentability 
of that claim against the prior art." In re Wilson , 424 F.2d 
1382, 165 USPQ 494, 496 (CCPA 1970). Additionally, as stated in 
MPEP § 2141.02, a prior art reference must be considered in its 
entirety, i.e., as a whole, including portions that would lead 
away from the claimed invention. W.L. Gore & Associates, Inc. v. 
Garlock, Inc. , 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983), 
cert, denied, 469 U.S. 851 (1984) . Finally, if an independent 
claim is nonobvious under 35 U.S.C. 103, then any claim 
depending therefrom is nonobvious. In re Fine , 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) . 

The Examiner relies on Weber to disclose a "virtual private 
network (VPN) that enables secured communication of the 
transaction information" and, as such, Weber fails to cure the 
above noted deficiencies of Foster with respect to claims 1 and 
5. Therefore, the combination of Foster and Weber also fails to 
disclose each feature recited in claims 2 and 6. Applicants 
respectfully submit that the rejections are improper for at 
least this reason. In view of the foregoing, it is respectfully 
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requested that the aforementioned obviousness rejection of 
claims 2 and 6 be withdrawn. 

CONCLUSION 

For at least the foregoing reasons, the rejections of 
claims 1-7, 9, 11-35, 37-62 should be reversed. 

Respectfully submitted, 
HUNTON & WILLIAMS LLP 
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